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Response to Amendment 
L The amendment filed on 1/30/06 has been entered. Claims 1-46 remain pending. 



Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-46 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bhat (US 
5,668,995) in view of Cline et al (US 2002/0087897 Al). 

Bhat discloses a method of operating a computerized system to provide computer 
recommendation information for a pluraUty of computers, including the steps of generating an 
operation profile for a computer using machine information specific to the computer (see abs.), 
wherein the operation profile indicates at least a usage trend for the computer and generating a 
recommendation for at least one computer system solution which satisfies at least the projected 
requirements (see claim 19, paragraph d). Bhat further discloses the steps of generating the 
operation profile, receiving the machine information fi'om the computer via a network 
connecfion (see figs. 2A, 2B; all information is received within the network). Bhat discloses a 
system that can collect the system's performance at intervals shorter than the first timed intervals 
as claimed (see fig. 1); a system wherein the plurality of system options are provided by a 
plurality of third party solution providers (col. 5, lines 60-65), further include the steps of 
configuring the at least one computer system solution to indicate system specifications and a 
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price (col. 6, lines 32-38). Jon does not disclose a computer system solution based on the usage 
trend as claimed but Cline discloses determining projected requirements for at least one 
computer system solution based on the usage trend for the computer (page 3, [0038] - [0039]); 
further discloses future possible configurations for a computer system wherein a user of the 
system is allowed to make modifications to the configuration whether it's the specifications or 
price (page 3, [0034]). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize the system solution based on the usage trend as taught by Cline into the 
system of Bhat because it would provide such comprehensive control over operational states of a 
computer system. 

As per claims 3-4, 6-7, 13, 19, 28-29 and 33, the system as taught by Bath is well capable 
of allowing a user to modify the recommendation base on the usage patterns of the network and 
also generating recommendation comprising processing system requirements specifications 
reflecting a desire d future use of the computer (see fig. 1). 

As per claims 9, 11-12, 14, 20-22, 33, 35-36, 40, 42, 44 and 45, Bhat discloses 
configuring the at least one computer solution to indicate specifications and price; receiving a 
purchase order for configured system; receiving a configuration selection fi-om the user to 
modify the starting configuration; determining whether the configuration selection is valid; and if 
so, producing a configured system viewable by the user (col. 1 lines 52 to col. 2, line 10). 
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Response to Arguments 
4. Applicant's arguments with respect to claims 1-46 have been considered but are moot in 
view of the new ground(s) of rejection. 

Applicant's arguments are moot in view of the newly added reference in Bhat (US . 
5,668,995). Applicant argues that the Examiner has cited an alleged benefit taught by Cline 
namely "selecting an operational state of a computer system" as a motivation to combine aspects 
of Cline with the other reference. In response to Applicant's arguments, this is a proper way to 
combine references because the advantages or benefits found in the teachings of Cline would be 
one of the reasons for combining the references. Applicant fiirther argues that the examiner fails 
to make a prima facie case of obviousness since there is no suggestion or motivation to modify 
the references or combine reference teachings so as to arrive at the claimed invention. In 
response to applicant's arguments, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion, or motivation to do so found in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 
21 USPQ2d 1941 (Fed. Cir. 1992). In this particular case, the motivation was found in the 
reference itself. Furthermore, Applicant argues that the references fail to disclose "generating a 
recommendation" are moot in view of the newly added reference which discloses such features. 
Claims 1-46 remain rejected. 
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Conclusion 



5. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Ronald Laneau whose telephone number is (571) 272-6784. The 
examiner can normally be reached on Mon-Fri from 8:30am - 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571) 272-6771. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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